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Applicant's response of May 14, 2009 has been carefully considered. Applicant's 
previous election of Group II, apparatus claims 9-15, without traverse, is acknowledged. 
Applicant earlier elected, also without traverse, of the "energy balance" species 
described in the specification (beginning at paragraph 0045 of the substitute 
specification). Applicant earlier indicated that all of claims 9-15 were readable on the 
energy balance species. Applicant's arguments are addressed in the rejections that 
follow. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "first estimator." Is this something inside a computer? If so, what is 
it exactly , referencing the appropriate part of the specification? It is also unclear what 
"at least one parameter representative of the temperature conditions of the heat 
exchanger" actually is. Is it the heat exchanger temperature? Can it be something 
else? If so, what is that exactly , again referencing the appropriate part of the 
specification? 
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It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "first intermediate memory means". Is this something inside a 
computer? If so, what is it exactly , referencing the appropriate part of the specification? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "second intermediate memory means". Is this something inside a 
computer? If so, what is it exactly , referencing the appropriate part of the specification? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "second estimator." Is this something inside a computer? If so, 
what is it exactly , referencing the appropriate part of the specification? It is also unclear 
what "a parameter indicative of expected heat exchange between the heat exchanger 
and the second fluid" actually is. Which of the many disclosed calculations in the 
specification corresponds to the structure for "establishing a parameter indicative of 
expected heat exchange between the heat exchanger and the second fluid" and how is 
such a calculation supposed to be a piece of structure appropriate for inclusion in an 
apparatus claim? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "third intermediate memory means". Is this something inside a 
computer? If so, what is it exactly , referencing the appropriate part of the specification? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "a processor establishing an estimated second fluid outlet 
temperature". Is this something inside a computer? If so, what is it exactly , referencing 
the appropriate part of the specification? Is this a piece of structure or just another 
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calculation performed by the computer? If it is the latter then claim it properly and not 
as an apparently separate piece of structure. 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "a comparator comparing the estimated second fluid outlet 
temperature, or a parameter established on the basis thereof, with a reference value". 
Is this something inside a computer? If so, what is it exactly , referencing the 
appropriate part of the specification? Is this a piece of structure or just another 
calculation performed by the computer? If it is the latter then claim it properly and not 
as an apparently separate piece of structure. 

It is unclear what the metes and bounds of the limitation "parameter established 
on the basis thereof. If applicant cannot put some boundaries on this limitation, the 
examiner would suggest deleting it from the claim. 

In claims 9 and 10, are each and everyone of the "means" recitations intended to 
invoke 112, sixth paragraph, or not? If some are and some not, which ones are which? 
The examiner would strongly suggest using the recognized "means for" language 
followed by function as set forth in the MPEP to properly invoke 35 USC 112, sixth 
paragraph, as appears to be applicant's intent. 

In claim 10, is the "parameter" claimed the same one that is claimed in claim 9? 
If not, what is it precisely? If it is another calculation and not really a piece of structure, 
claim it properly. 
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Applicant's May 14, 2009 response answers none of the aforementioned 
questions. It is very telling that counsel could not or would not answer a single one of 
the above questions even having the benefit of being able to consult with the inventive 
entity. Rather than to answer the questions as they were written counsel instead (May 
14, 2009 response, page 4) advances the notion that 35 USC 112, second paragraph, 
does not require the terminology in a claim to correspond to any particular disclosure in 
the specification, quoting an irrelevant section of MPEP 2173.02 for this proposition. 
The examiner completely disagrees with counsel. In fact, the requirement is so deeply 
rooted in the law that the PTO has promulgated a Rule, 37 CFR 1 .75(d)(1), to in fact 
require meaningful correspondence between the claims and the disclosure so that the 
reader using the analysis set forth in MPEP 2173.02 can figure out what it is that 
applicant has disclosed that would constitute infringement if made by an alleged 
infringer. This is especially important in construing means plus function recitations 
(MPEP 21 81 -21 86) as applicant is using at many points in the claims. See In re 
Donaldson . 29 USPQ2d 1845 (Fed. Cir. 1994) where the disclosed structure and its 
equivalents (under 35 USC 112, sixth paragraph) need to be ascertained during 
examination in order to properly interpret the claims. 

Applicant at the bottom of page 4 of the May 14, 2009 response alleges that 
terms like "first" and "second" can, in isolation , be understood (and the examiner 
agrees with that simplistic statement). Unfortunately, that has nothing to do with the 
reality confronting counsel. These terms in claim 9 are not used in isolation but rather in 
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complex relationships with each other and with statements of function including "means" 
recitations that are not explained in paragraphs 6-14 and 36-66 of the specification, 
counsel's remarks to the contrary notwithstanding. Since applicant and/or counsel 
appear to be unfamiliar with this area of the law the examiner would suggest reading ]n 
re Donaldson , 29 USPQ2d 1845 (Fed. Cir. 1994) and Biomedino v. Waters 83 USPQ2d 
1118 (Fed. Cir. 2007), both of which are incorporated by reference here. MPEP 2181- 
2186 may also be helpful. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-12 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Mcintosh (Canada 2344908). 

The rejection is formulated under both 35 USC 102 and 103 because of the 
multiplicity of vagaries noted above and in view of the fact that counsel in the May 14, 
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2009 could not (or would not) answer a single one of the examiner's detailed questions 
set forth in the 35 USC 112, second paragraph, rejection set forth above. Mcintosh 
establishes numerous estimators estimating parameters representative of temperature 
conditions of a heat exchanger (see Figure 27), which heat exchanger is a condenser of 
a vapor compression refrigeration system (see Figure 13). The Mcintosh computer (see 
page 7, line 4) which performs the calculations detailed throughout the disclosure of 
Mcintosh inherently has a multiplicity of "intermediate memory means" to store the 
results (both partial and completed) of the various mathematical manipulations of the 
input data (Table I, page 1 1 ) such as various parts of RAM and various hard drive and 
cache memories as well as a host of registers internal to the computer of Mcintosh. 
The most relevant Figures for the calculations involving predicting condenser 
performance are Figures 4 and 10. The second fluid inlet temperature "T_cws" is 
clearly disclosed. The expected heat exchange between the second fluid and the 
condenser is calculated (Figures 4 and 10) and obviously stored by the computer so 
that the comparisons discussed in relation to Figure 27 (see the four columns located 
under the word "condenser" in Figure 27) can be performed. The computed and stored 
values of "CWTD" (difference between the condenser supply water temperature and 
return water temperature) between the present value and the previously stored values 
when the apparatus was operated "fault-free" (see Abstract of Mcintosh) are used to 
determine both the fouling of the heat exchanger and the sufficiency of flow of the 
second fluid (Figure 27, see, specifically, rows labeled "Condenser water Flow change" 
and "Condenser tube Fouling") . 



Application/Control Number: 10/531,056 
Art Unit: 3744 



Page 8 



Counsel's response to this rejection is very telling. It is submitted that applicant's 
claim 9, because of the disconnect and confusion between what is claimed and 
applicant's own disclosure, has apparently led counsel to incorrectly conclude (contrary 
to the examiner's explanation above) that the examiner is relying on the measured 
"chilled water supply temperature" (which is a temperature associated with the 
evaporator as shown at the bottom of Figure 13 in CA '908). By contrast, the 
temperatures the examiner is explaining to applicant above are associated with the 
condenser (as shown at the top of Figure 1 3 in CA '908). Counsel's argument fails 
because it doesn't deal with the rejection as it was written which is understandable 
given the confusing disjointedness between applicant's claims (particularly claim 9) and 
applicant's disclosure. The examiner has, in the above (unchanged) explanation, relied 
on the temperatures associated with the condenser . Notwithstanding that, even if 
counsel were to come back with some amended traversal of the rejection along the 
same lines properly referencing the condenser, all measured temperatures (including 
T_cws and T_cwr) are in fact estimates as recognized by those of ordinary skill in the 
art (due to uncertainties in measurements caused by power supply variance, hysteresis, 
precision and bias errors and general instability) as explicitly set forth on page 26, lines 
7-15 of CA '908, incorporated here by reference. This is similar to what applicant 
appears to be disclosing in paragraph 0059 of the specification although the examiner is 
reluctant to speculate about applicant's, less than clear, disclosure. The examiner will 
however not attempt to make any more speculative explanations of the prior art until 
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such time as counsel has properly addressed the detailed questions set forth in the 35 
USC 112, second paragraph, rejection above. It is axiomatic that the no one can 
explain precisely how a reference anticipates or renders obvious a claim that they do 
not yet fully understand and counsel's May 14, 2009 response was completely unhelpful 
in addressing the issues raised under 35 USC 112, second paragraph. 

Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mcintosh as applied to claim 9 above, and further in view of any one of Vogel (USP 
4,136,528) or Vogel (4,193,781) or Dube (USP 6,089,033). 

Each of these references discloses a refrigerated display cabinet refrigeration 
system with a roof mounted outdoor air-cooled condenser. To have used the 
refrigeration monitoring and fault detection system of Mcintosh (particularly the 
condenser monitoring/fault system discussed exhaustively in the above rejection) to 
have monitored and displayed faults in at least the condensers of the refrigeration 
systems of any one of Vogel (USP 4,136,528) or Vogel (4,193,781) or Dube (USP 
6,089,033) would have been obvious to avoid the economic loss to the supermarket if 
their dairy, meat and/or frozen food cabinets failed to cool because of a fault in the roof 
mounted condenser or other refrigeration system component. 

Applicant has no traverse here independent of the unconvincing arguments 
made above. 
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Applicant's amendment necessitated the new ground(s) of rejection (to the extent 
that they could be construed as new grounds of rejection) presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John K. Ford whose telephone number is 571-272-491 1 . 
The examiner can normally be reached on Mon.-Fri. 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/John K. Ford/ 

Primary Examiner, Art Unit 3744 



